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-- Th0 MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 



Status 

1)IEI 

2a)n 
3)0 



Responsive to Gonrinnunication(s) filed on 29 August 2000 . 
This action is FINAL. 2b)K Tliis action is non-final. 

Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim{s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) 8-73 is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed. 

6) 13 Claim(s) 1-7 and 14-17 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) ^ Claim(s) 1-17 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 29 August 2000 is/are: a)S accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )n The proposed drawing correction filed on is: a)D approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) O Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) \Z\ Notice of Infonmal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No{s) . 6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 2 




Application No. 




Applicant(s) 



Interview Summary 



09/650,950 



GROSS, MARK T. 



Examiner 



Art Unit 



Marlon Johnson 



2153 



All participants (applicant, applicant's representative, PTO personnel): 



(1) Julie Reed . 



(3). 



(2) 



(4). 



Date of Interview: 03 April 2003 . 

Type: a)S Telephonic b)\3 Video Conference 

cjn Personal [copy given to: 1 )□ applicant 2)\3 applicant's representative] 

Exhibit shown or dennonstration conducted: d)n Yes e)n No. 
If Yes, brief description: . 

Clainn(s) discussed: 1-17 . 

Identification of prior art discussed: . 

Agreennent with respect to the claims f)^ was reached, g)^ was not reached. h)n N/A. 



Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: Examiner notified attorney of a restriction requirement and the attorney attorney 
elected witliout traverse to prosecute f/?e invention of group /, claims 1-7 and 14-17 . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE TO FILE A STATEMENT OF THE SUBSTANCE OF THE 
INTERVIEW. See Summary of Record of Interview requirements on reverse side or on attached sheet. 



Examiner Note: You must sign this form unless it is an 

Attachment to a signed Office action. Examiner's signature, if required 

U.S. Patent and Trademark Office 

PTO-41 3 (Rev. 1 1 - 02) Inten^iew Summary Paper No. 2. 



Summary of Record of Interview Requirements 
Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of interview IVIust be IVIade of Record 

A complete written statement as to the substance of any face-to-face, video conference, or telephone Interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 interviews 

Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
wananting favorable action must be filed by the applicant An interview does not remove the necessity for reply to Office action as specified in §§ 1.11 1 , 1 .135. (35 U.S.C. 132) 

37 CFR §1.2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attomeys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attenfion will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 



The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office If that record is Itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Fonm for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 81 2.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record Is required. 

The Interview Summary Fomn shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Fomi is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional conrespondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following infomnation: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Fomn is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case 
unless both applicant and examiner agree that the examiner will record same. Where the examiner agrees to record the substance of the interview, 
or when It is adequately recorded on the Fomn or in an attachment to the Form, the examiner should check the appropriate box at the bottom of the 
Form which infomns the applicant that the submission of a separate record of the substance of the interview as a supplement to the Fomn is not 
required. 

It should be noted, however, that the Interview Summary Fomn will not normally be considered a complete and proper recordation of the 
interview unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1 ) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the claims discussed, 

3) an identification of the specific prior art discussed. 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Fonm completed by the Examiner, 

5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Fomn completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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Detailed Action 

Specification 

1 . The following guidelines illustrate the preferred layout for the specification of a utility 
application. These guidehnes are suggested for the applicant's use. 

Arrangement of the Specification 
As provided in 37 CFR 1.77(b), the specification of a utility application should include 
the following sections in order. Each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC (See 37 CFR 1.52(e)(5) and MPEP 608.05. Computer program 
listings (37 CFR 1.96(c)), "Sequence Listings" (37 CFR 1.821(c)), and tables 
having more than 50 pages of text are permitted to be submitted on compact 
discs.) or 

REFERENCE TO A "MICROFICHE APPENDIX" (See MPEP § 608.05(a). 
"Microfiche Appendices" were accepted by the Office until March 1, 2001 .) 

(e) BACKGROUND OF THE INVENTION. 
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(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 CFR 1.97 
and 1.98. 

(f) BRIEF SUMMARY OF THE INVENTION. 

(g) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(h) DETAILED DESCRIPTION OF THE INVENTION. 

(i) CLAIM OR CLAIMS (commencing on a separate sheet). 

(j) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(k) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A "Sequence 
Listing" is required on paper if the application discloses a nucleotide or amino 
acid sequence as defined in 37 CFR 1.821(a) and if the required "Sequence 
Listing" is not submitted as an electronic docimient on compact disc). 
In the immediate case, the summary is missing from the specification. 



2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 7 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

In considering claim 7, 



Claim Rejections - 35 U.S.C. 112 



^ Application/Control Number: 09/650,950 



Page 3 of 8 



Art Unit: 2153 

The term "..the mail cUent" lacks antecedent basis, as claims 5 and 1, upon which claim 7 
is dependent upon, make no reference of a mail client. It appears that claim 7 should be 
dependent upon claim 5 

Claim Rejections - 35 US.C. 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 3711 of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the hitellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

5. Claims 1-3, 5, 14, and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Feinleib (6,272,532). 

In considering claim 1, 

Feinleib discloses a method for configuring an appliance across a network, comprising: 
receiving configuration instructions via e-mail received at the appUance (see col. 2, lines 50-59). 
In considering claim 2, 
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Feinleib discloses a method wherein the e-mail is received at a mail server on the 
appUance (see col. 2, lines 59-64). 
In considering claim 3, 

Feinleib discloses a method wherein the mail server on the appliance communicates is 
one of the group comprised of: an IMAP server, and a SMTP server (see col. 2, lines 59-66). 
In considering claim 5, 

Feinleib discloses a method wherein the method further comprises connecting the 
appliance to the network to receive the electronic mail (see col. 5, lines 28-36). 
In considering claim 14, 

Feinleib discloses an article comprising: 

a storage medium, the storage medium having stored thereon instructions, that, 

when executed by a computing device, result in: 

i) reception of electronic mail by a network appliance (see col. 5, lines 28- 
36); and 

ii) configuration of the appliance in accordance with instructions 
contained in the electronic mail (col. 2, lines 50-59). 

In considering claim 15, 



Feinleib discloses an article wherein the computing device is the network appliance (see 
col. 5, lines 28-36). 
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Claim Rejections - 35 U.S.C. 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 4, 6, 7, 16, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Feinleib. 

In considering claim 4, 

Feinleib discloses a method wherein the method further comprises running a mail 
daemon from the appliance, wherein the daemon monitors electronic mail for the device (see col. 
5, lines 28-36). 

Although Feinleib shows substantial features of the claimed invention, he fails to disclose 
the appliance always connected to the network. Nonetheless, the continual, uninterrupted 
connection of an appliance to a network would have been an obvious modification to the 
appliance disclosed by Feinleib, as many commercial devices are required to always be 
connected to the network in order to provide some type of requested service for end 
customers/clients. It would have been obvious for a person having ordinary skills in the art to 
modify Feinleib by always having the appliance connected to the network in order to provide 
24/7 operations of usage for the appliance. 
In considering claims 6 and 7, 

Although Feinleib shows substantial features of the claimed invention, he fails to disclose 
the e-mail being received at a mail client on the appliance, as well as the mail client 
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communicating with a mail server on the network. Nonetheless, the use of a mail client for 
receiving e-mail and communicating with a mail server would have been an obvious 
modification to the appliance disclosed by Feinleib, as many networks uses receive e-mail at a 
mail client on their PCs, such as Microsoft Outlook, wherein that mail client further 
communicates with a mail server, such as AOL. It would have been obvious for a person having 
ordinary skills in the art to modify Feinleib by receiving e-mail being at a mail client on the 
appliance, and provide commxmication between the mail client and a mail server on the network 
in order to permanently archive/save the e-mails onto the chent system. 
In considering claims 16 and 17, 

Although Feinleib shows substantial features of the claimed invention, he fails to disclose 
the network appliance being a remote camera or Internet radio player. Nonetheless, those two 
appliances are commonly used as network appliances for applications such as WebCam and Real 
Audio Player, and would have been obvious modifications to the network appliance disclosed by 
Feinleib. It would have been obvious for a person having ordinary skills in the art to modify 
Feinleib by using a remote camera or Intemet radio player in order to utilize a multitude of 
multimedia services and applications. 



Election/Restriction 



8. 



Restriction to one of the following inventions is required under 35 U.S.C. 121: 



I. 



Claims 1-7 and 4-17, drawn to a method for configuring an appliance across a 



network by e-mailing configuration instructions to the appliance, classified in 



class 709, subclass 206. 
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IL Claims 14-18, drawn to the components of a network appliance, classified in class 
340, subclass 310. 

9. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as subcombinations disclosed as usable together in a single 
combination. The subcombinations are distinct from each other if they are shown to be 
separately usable. In the instant case, invention II has separate utiUty such as a network 
appliance, which does not require the method for configuring the network appliance. See MPEP 



10. Because these inventions are distinct for the reasons given above and hence acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

1 1 . During a telephone conversation with Julie Reed on 04/03/03 a provisional election was 
made without traverse to prosecute the invention of group I, claims 1-7 and 14-17. Affirmation 
of this election must be made by appHcant in replying to this Office action. Claims 8-13 are 
withdrawn from fixrther consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 

12. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 



13. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 



§806.05(d). 



1.143). 



« 
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application. Any amendment of the inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.17(1). 



14. The prior art made of record and not reHed upon is considered pertinent to applicant's 
disclosure (Shaffer et al. 6434222, Smith et al. 6282564, Brilla et al. 6389276, Yeager 6167402, 
Davis et al. 5937160). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marlon Johnson whose telephone number is (703) 305-4642. 
The examiner can normally be reached on Monday to Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess, can be reached on (703) 305-4792. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3230. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3900. 

Marlon B. Johnson 



Conclusion 




^GLENTGWB. KJRGESS ^ 
SUPERVISORY PATENT EXAMINER 
TECHMOLOGY CENTER 2100 



